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Part 1: 
UM Ventures Introduction and Intellectual Property Overview

•What you will learn about today:

UM Ventures Baltimore Overview
Technology transfer process
 Invention disclosure
 IP policy
Types of IP
Compliance/Government reporting

Coming up for Day 2 & 3:
Marketing Technologies
 Contracts
 Revenue Distribution
 Licenses & Start-Ups



What does the Technology Transfer team do?
• Protect intellectual property
• Support technology development
• Market & license inventions
• New venture development 
• Develop and maintain partner relationships
• Compliance



IP Protection & 
Compliance 
Shari Corin
Bob McCarthy
Dustin Lee
Gail Knott
Janice Ankeny
Yelena Kovalets

Finance/Reporting 
Nancy Woon-

Schaefer
Kanchana Tirasuth

UMB OFFICE OF TECHNOLOGY TRANSFER
Protects, Maintains, Markets 

and Commercializes University Intellectual Property 

Licensing & 
Marketing
Nancy Cowger
Mark Wozniak
Melissa Blackman
Rebecca Bettes
Jeff Purnell

EIR/Consultants 
Rahul Singhvi
Darryl Carter

Santosh Venkatesha
Steve Roller
Ric Hughen
Brad Young 

Management
Phil Robilotto

Research Alliances
Linda Petrillo

New Ventures
Rana Quraishi
Mark Lafferty
Adam Kronk
Alastair Mackay

Prototyping Lab
Ryan Smith



Intellectual 
Property Licensing Startups Investments

IP Group
• 150 disclosures 

annually

Licensing Group
• 50 licenses annually
• 8-10 startups 

annually

New Ventures Group
• 3 NVI-supported 

startups

UM Ventures Group
• 13 investments in 

9 companies
• 4 exits 

Protect, Maintain, Market 
and Commercialize UMB Intellectual Property 



UMVB Wet Laboratory
• Molecular & cell biology 

capabilities

• TRP expansion for UMB inventors 
(& Biorepository storage) – started 
2019

• Opened 2019 (UM BioPark; 650 
ft2)

UMVB Prototyping 
Laboratory
• Design, 3-D printing & 

tooling capabilities

• Facilitates rapid concept 
creation

• Opened 2021 (Bressler 
Bldg)

Business Management
• Strategy, 

management & 
accounting services

• Innovation suite for 
emerging companies 
opened 2017

Support for UMB Inventors & Startups



UMB STARTUP PORTFOLIO COMPANIES



What is Technology Transfer?

The process of transferring scientific findings from one organization to 
another for the purpose of further development and commercialization.

Taking discoveries generated in the lab and transferring that knowledge to 
industry, turning it into commercial products and applications

Source: Association of Technology Managers. http://autm.net/Tech_Transfer.htm; 
http://sciencecareers.sciencemag.org/career_magazine/previous_issues/articles/2002_10_18/nodoi.6057995942179614228

http://autm.net/Tech_Transfer.htm
http://sciencecareers.sciencemag.org/career_magazine/previous_issues/articles/2002_10_18/nodoi.6057995942179614228


Univ. of Minn Pepin Heights Orchard Inc

Stanford Google

NCI/FSU BMS

Technology Transfer Process: Idea to Product

UMB Harpoon  Edwards



Bayh-Dole Act

•Under the 1980 Bayh-Dole Act (35 U.S.C. 200 et seq.), non-profits, including 
universities and small businesses, may elect to retain title to innovations developed 
under federally-funded research programs

•This right is balanced by the obligation to promote utilization, commercialization, and 
public availability of these inventions through, for example:
•Publication
•Patenting and licensing
•Depositing new materials in databank or repository



USM/UMB Intellectual Property Policy

What? Protection of University Intellectual Property (IP)
Who & Where? All UMB faculty, staff and students, and 

others using UMB resources
Why? Implement federally-funded IP requirements (Bayh-

Dole Act)
How? Inventors responsible to disclose inventions in a 

timely manner and to assign title to University

•Covers other types of IP (software, tangible research 
property..) to which UMB claims ownership

•Specifies revenue sharing with the inventors



Source: http://www.umventures.org/for-inventors/process

REPORTING/COMPLIANCE

Technology Transfer Process: Idea to Product



To begin…the invention disclosure

Find info & forms at:
https://www.umventures.org/for-
inventors/disclosures/baltimore

Separate forms for disclosing 
Copyright OR Tangible 
Research Property

https://www.umventures.org/for-inventors/disclosures/baltimore


Our portal is UM Ventures website…



UMB Invention Disclosure Process



Disclosure of invention to OTT
(Before public disclosure!)

• Describe your invention
• Who are the inventors?
• What problem does your invention solve?
• How does your invention differ than what others are currently doing?
• Has anyone previously described your invention in a journal article or 

presentation? 
• Are you planning to publish/present this invention in the future?
• Funding or financial support?

Novel?
Useful? 
Non-obvious?



Inventor Meeting

Attendees
• Inventors
• IP Attorneys
•Licensing Officers

Purpose
• Opportunity to learn more details of possible invention and who contributed
• Develop short and long term IP protection strategy including research priorities

• Public Disclosure plans
• Identify funding sources
• Commercialization leads



Intellectual Property



INTELLECTUAL PROPERTY SUPPORTED BY UMVB

 Inventions and Software
 Scope of Employment
 Created by Sponsored Research
 Use of University Resources

 Tangible Research Property

x Academic Papers and Books

? Technology-Mediated Instruction 
Materials

• Patents
• Copyrights
• Data
• Tangible Research Property 

(TRP)
• Research materials 

and tools

What We Support What We License



PATENT BASICS
Utility Patent

• Machine, manufacture, composition of matter, or process
• Monopoly of up to 20 years

• Initial fees + Maintenance fees @ 3.5, 7.5, and 11.5 years
• Grants a property right to the inventor/owner

• Claims establish the “boundaries” to exclude others
• Incentive to encourage investment and diffusion of 

knowledge
• Not a right to make, use, sell the patented invention!

• Country specific
• No “international patent”

Design Patent
• Ornamental design of a functional item
• Monopoly of 14 years

Plant Patent
• An invented or discovered and asexually reproduced a distinct 

and new variety of plant
• Monopoly of 20 years



Patentability Requirements

• Subject Matter Eligibility (useful)

• Novelty (identical)

• Non-obviousness (similar)

Requirements of the Patent Application

• Written Description (what it is)

• Enablement (how it works)

• Best mode (how it works best)

Patent Inventorship

• Contribution to conception or reduction 
to practice

Questions to Answer
• Timing matters

• When did you create the 
technology?

• When did you discuss it?
• Focus on the technology

• What is the technical problem? 
• What is the technical solution?

• Focus on the market
• What is the problem to be solved?
• Who will pay you to solve it?

• People and Organizations
• Who contributed to which IP?
• Who do they work for?

DISCLOSURE TO PATENTABILITY ANALYSIS

UMB IP DISCLOSURE



Provisional Patent Applications (US only)
• Temporary application (12 months)
• Never examined and will not become an issued patent
• Puts a “stake in the ground” for future non-provisional 

patent applications 
• Held at the USPTO in confidence

• Abandoned after 12 months if no claim of priority
• Very limited formal requirements

• Only as valuable as the included description
• “Patent Pending”

Non-Provisional Patent Applications (US, PCT, Foreign)
• Examined for patentability by a patent examiner
• Can claim the benefit of previous patent applications
• Published 18 months after earliest priority date
• Very strict formal requirements
• Other types for developing a patent portfolio

• PCT or foreign applications, Divisionals, 
Continuations, Continuations-in-Part

• “Patent Pending”

UTILITY PATENTS IN THE PATENT PROCESS



PATENT PROSECUTION AND ANALYSIS

AllowanceInvention Provisional 
Appl. Filing

Continuing 
Development

Non-
Provisional 
Appl. Filing

Examination

Patentability

Development

Commercialization

Likely? Valuable? Potential portfolio?

Continuing? Supports enablement? Supports commercialization?

Identified customer? Identified partner? Engaged partner?

Continuous Engagement with Inventors



• Common Patent Tools
• Google Patents (patents.google.com)
• USPTO (www.uspto.gov)
• Espacenet (EPO) (worldwide.espacenet.com)
• WIPO (patentscope.wipo.int)

• Inventors are not required to search for prior art
• Examiners will always perform their own search
• Better to focus on your technology than other’s prior art

• Prior art includes everything published, marketed, or presented prior to 
the filing date
• e.g., Issued patents, abandoned patent applications, articles, sales 

brochures, products, Wikipedia, YouTube videos, etc.
• Don’t hide or ignore known prior art!

PATENT RESEARCH TIPS



KEY COMPONENTS OF A UTILITY PATENT

Claims
Establish the 
boundaries of 
the owners’ right 
to exclude

Specification
Description to 
fully, clearly, and 
concisely enable
any person 
skilled in the art

Figures



COPYRIGHTS
• Protects original expressions of creative ideas
• How we protect inventions with copyrights

1. “Common law copyright”
• Created the instant the material is made
• Protects bundle of rights

2. Federal copyright registration
• Same protections as “common law”
• Most useful for enforcement
• Minimal review process

• Copyright “author” ≠ Scholarly “author”
• Copyright author = *Anyone who has made a 

*creative contribution to the *original work
• Licensable exactly like a patent
• Notice – Using the “©” Symbol

• Helps others know that work is protected
• Length of protection depends on creator (>70yrs)

• Reproduction
• Make derivatives
• Distribution

• Performance
• Display publicly
• Broadcast

Bundle of Rights in a Copyright

1. Original work
2. Tangibly fixed
3. By an author

→ New DICOM s/w
→ Saved on PC
→ UMB faculty

How a Copyright is Made

• Copyright 2022, University of Maryland, Baltimore. All 
rights reserved.

• © 2022, University of Maryland, Baltimore
• © 2022 UMB
• © 2022

Example Copyright Notices



OTHER TYPES OF INTELLECTUAL PROPERTY
• Trademarks and Service-marks

• Protects marks that identify the source of goods or services 
to the goods or services used in commerce

• Images, symbols, words, sounds, smells
• Different levels of protection based on distinctiveness

• Federal (“registered”) and state protections
• USPTO and individual states

• Based on use in commerce

• Trade Secrets and Know-How
• Protects commercially valuable information as long as the 

information remains secret
• Requires measures to keep information secret

• Physical safeguards, IT protections, CDAs/NDAs, 
employment agreements and policies, etc.



TANGIBLE RESEARCH PROPERTY (TRP)

• Chemicals/Drugs
• Cell lines
• DNA constructs (e.g. plasmids)
• Transgenic animals
• Microorganisms (e.g. viruses, bacteria)
• Proteins, Monoclonal antibodies

Unique research tools created at UMB

TRP’s are valuable and licensable – commercial partnership



TANGIBLE RESEARCH PROPERTY TIPS
• How to Share Tangible Research Property

• A Material Transfer Agreement (MTA) should always be in 
place before sending proprietary materials to a third party

• Request a new MTA via myUM portal

• Contact Stephanie Deasey in CCT with questions at x62463 or 
sdeasey@umaryland.edu

• UMB storage options available through the Biorepository

mailto:sdeasey@umaryland.edu


Compliance

Reporting IP





Summary of Federal Funding Compliance Requirements
Managed by OTT

•Disclose to U.S. Government within 60 days
•Elect/waive title within 2 years
•File patent within 1 year of electing title
•Provide confirmatory license
•Must list federal support in patent application
•Share licensing revenues with inventor(s)
•Preference to small business licensees
•U.S. manufacturing for products sold in U.S. 
•Report invention utilization annually



Compliance:
Invention Reporting

U.S. federal law mandates that 
all recipients of federal grants or 
contracts must report details of 
inventions and patents that have 
been made through such awards 
[37CFR Section 401]



COMPLIANCE:

Invention Utilization 
Reports – an annual 
obligation



Other IP reporting and compliance

•Corporate (OTT works with CCT)
• Sponsored Research & Clinical Trial Contracts

•Foundations & Other Non-Profits (OTT works with SPA & funding partner)
• Ex. Gates Foundation, LLS

•State and other government funding

•License Agreements

•MTAs

•Data Sharing Agreements

•Other Research Collaborations



Source: http://www.umventures.org/for-inventors/process

REPORTING/COMPLIANCE

Technology Transfer Process: Summary



Thank you!

Questions?

Coming up for Day 3:
 Start-Ups
 Resources and Funding for 

Entrepreneurs
 Campus Events and Initiatives

Coming up for Day 2:
Marketing Technologies
 Contracts
 Inventor Revenue Distribution



CONTACT US

www.umventures.org

@UMVentures

http://www.umventures.org/
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