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Part 1:
UM Ventures Introduction and Intellectual Property Overview

e What you will learn about today:

= UM Ventures Baltimore Overview

= Technology transfer process

" Invention disclosure

= |P policy

= Types of IP

= Compliance/Government reporting

Coming up for Day 2 & 3:
= Marketing Technologies

= Contracts

= Revenue Distribution

= Licenses & Start-Ups
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What does the Technology Transfer team do?

Protect intellectual property

Support technology development

Market & license inventions

New venture development

Develop and maintain partner relationships
Compliance

CHNOLOGY TRANSFER

Intellectual

Property
Protection
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UMB OFFICE OF TECHNOLOGY TRANSFER

Protects, Maintains, Markets
and Commercializes University Intellectual Property

Prototyping Lab

Management : . Licensing & «Rvan Smith
=*Phil Robilotto Finance/Reporting Marketing YA
'Nz;n:]y V]\c/oon- =Nancy Cowger
chaefer . !
IP Protection & aKanchana Tirasuth YRS BB EIR/ Consultants
. el et =Melissa Blackman "Rahul Singhvi
Compliance
e<hari Corin =Rebecca Bettes Darryl Carter
. = Jeff Purnell sSantosh Venkatesha
Bob MFCa rthy New Ventures =Steve Roller
'Duft'n Lee =Rana Quraishi =Ric Hughen
'G.al| Knott =Mark Lafferty Research Alliances *Brad Young
=Janice Ankeny =Adam Kronk =Linda Petrillo

=Yelena Kovalets =Alastair Mackay
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Intellectual

Property Licensing Startups Investments

IP Group Licensing Group New Ventures Group UM Ventures Group
» 150 disclosures * 50 licenses annually « 3 NVI-supported e 13 investments in
annually » 8-10 startups startups 9 companies
annually o 4 exits

Protect, Maintain, Market
and Commercialize UMB Intellectual Property
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Support for UMB Inventors & Startups

Business Management

» Strategy,
management &
accounting services

UMVB Prototyping

Laboratory

* Design, 3-D printing &
tooling capabilities

* Facilitates rapid concept
creation

* Opened 2021 (Bressler
Bldg)

UMVB Wet Laboratory

* Molecular & cell biology
capabilities

i . Innovation suite for
emerging companies
opened 2017

* TRP expansion for UMB inventors
(& Biorepository storage) - started
2019

e Opened 2019 (UM BioPark; 650
ft2)
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What is Technology Transfer?

The process of transferring scientific findings from one organization to
another for the purpose of further development and commercialization.

Taking discoveries generated in the lab and transferring that knowledge to
industry, turning it into commercial products and applications

Source: Association of Technology Managers. http://autm.net/Tech Transfer.htm;
http://sciencecareers.sciencemag.org/career_magazine/previous_issues/articles/2002 10 18/n0doi.6057995942179614228



http://autm.net/Tech_Transfer.htm
http://sciencecareers.sciencemag.org/career_magazine/previous_issues/articles/2002_10_18/nodoi.6057995942179614228
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Technology Transfer Process: Idea to Product
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Bayh-Dole Act

* Under the 1980 Bayh-Dole Act (35 U.S.C. 200 et seq.), non-profits, including
universities and small businesses, may elect to retain title to innovations developed
under federally-funded research programs

 This right is balanced by the obligation to promote utilization, commercialization, and
public availability of these inventions through, for example:

* Publication
 Patenting and licensing
* Depositing new materials in databank or repository
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USM/UMB Intellectual Property Policy

UNIVERSITY SYSTEM

dWhat? Protection of University Intellectual Property (IP) K3 MArYLAND R o

JdWho & Where? All UMB faculty, staff and students, and
others using UMB resources

JWhy? Implement federally-funded IP requirements (Bayh-
Dole Act)

JHow? Inventors responsible to disclose inventions in a
timely manner and to assign title to University

e Covers other types of IP (software, tangible research
property..) to which UMB claims ownership

* Specifies revenue sharing with the inventors




Technology Transfer Process: Idea to Product

Marketing &
Licensing:

Confidentiality
Agmts

Consulting
Material transfer
Contract negotiation

Degree of inventor
involvement

Conflict of interest

v

Source: http://www.umventures.org/for-inventors/process

INVENTION
DISCLOSURE ASSESSMENT
MARA uc&;‘é’;‘"“ IP PROTECTION
EXISTING BUSINESSES STARTUP BUSINESSES

Protection
Strateqy:

Yes/No
to file for Patent

Other type IP
protection

Tangible Research
Property

REINVESTMENT IN
RESEARCH + EDUCATION

REVENUE
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To begin...the invention disclosure

Separate forms for disclosing
Copyright OR Tangible (] st e

ORD-OTT Dusclosure No

Research Property

invention? Please list amy indivaduals who made a contribution, as
UMB, UMBI, VAMC etc). If they are a non UMB emgployee, please

Find info & forms at:
https://www.umventures.org/for- - B
inventors/disclosures/baltimore

b, How does your invention dffer than what others are currently doang mn your area?

chnical description of what vous imvention is and
ch proposal, grass, et descnibing vour investion

8 Has anyone in your group previously described your invention i a joumal article o
presentation? If so, to whom and when?

8 Are you planneng to publush/present this investion i the future? If so, when?

9. What additional rescarch is needed to complete developnent and testing of the imvention?



https://www.umventures.org/for-inventors/disclosures/baltimore
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Our portal is UM Ventures website...
m‘l 4 hﬁ;n“wwumventws‘nrg' £ - B C X || % Welcometo UM Ventures| ... l_J qf‘;ﬁ’ H

File Edit View Favorites Tools Help % @BConvert v EHSelect

3 v B ~ & g v Pagev Sofetyr Toolsv @+ S W
UNIVERSITY OF MARYLAND
UM VENTURES

MPOWERING THE STATE

for inventors for industry about

news o o @

=
=z

HOT TECHNOLOGIES: |
AVAILABLE FOR LICEN

UM Ventures is org d o move research outcomes into products and services,
will benefit society.

LEARN MORE

Find available technologies:

by Keyword  Q ELECT A CATE

Recent News

Upcoming Events Receive Tech Alerts
= Thursday, November 6, 2014

= Thursday, November 20, 2014

eak Pushes

Sign up to receive current new technology
e Day Professor Venture Fair announcements and other UM Ventures
T e
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UMB Invention Disclosure Process

il © hog g gl et - 20X | O UM bwentn | UM Vandures
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UM VENTU RES for inventors for industry getting started about news

MPOWERING THE STATE

INVENTORS

UMB Inventors

L~
I[l UNIVERSITY of MARYLAND
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How to Disclose
SUBMIT A DISCLOSURE (ONLINE)

UK Inventors

FIND TECHNCLOGIES

e trough the
Pundreas of mncvatons
mat are avaaie for
Ieenung

m SUBMIT & DISCLOSURE (PAPER)
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Disclosure of invention to OTT

(Before public disclosure!)

Novel?
Useful?

Non-obvious?
e Describe your invention
* Who are the inventors?
* What problem does your invention solve?
How does your invention differ than what others are currently doing?
Has anyone previously described your invention in a journal article or
presentation?
Are you planning to publish/present this invention in the future?
Funding or financial support?

The impossible is often the untried - J. Goodwin
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Inventor Meeting

Attendees

* Inventors
*|P Attorneys
* Licensing Officers

Purpose

e Opportunity to learn more details of possible invention and who contributed

* Develop short and long term IP protection strategy including research priorities
* Public Disclosure plans

* |dentify funding sources

* Commercialization leads
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INTELLECTUAL PROPERTY SUPPORTED BY UMVB

United States Patent ;s ] Fatest Nembers 5,176,965
Epp esal, []_Date of Patent: IH.5.19_9§

1) FUEL CPLLMEMBAAOK ELBCTROOR AN Frimas Eeminer—Asthory Moo
SEAL ASEEMHL Avint Excemizer—€ B
o 5 Ginln -l ke, dges, e Pem —Mehacirn, 10 & Wiy,
s, Vel o

MY Awgees h-..n--anum.w.m L) ABSTRACT
wasoue, Chads A 1y asmmerad eetiue wesdt o 0t e
chemal i et 8 et A Tt e s
FIb At v it nomensltily e s v

US. PATENT DOCUMENTS

| What We Support I What We License L s ;@;;:; i

Patents

Copyrights

Data

Tangible Research Property

(TRP)
. Research materials

? Technology-Mediated Instruction and tools

W EWEELS
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PATENT BASICS

Utility Patent
* Machine, manufacture, composition of matter, or process
* Monopoly of up to 20 years
* Initial fees + Maintenance fees @ 3.5, 7.5, and 11.5 years
» Grants a property right to the inventor/owner
» Claims establish the “boundaries” to exclude others

* Incentive to encourage investment and diffusion of
knowledge

* Not aright to make, use, sell the patented invention!
* Country specific
* No “international patent”
Design Patent

* Ornamental design of a functional item
* Monopoly of 14 years

Plant Patent

* Aninvented or discovered and asexually reproduced a distinct
and new variety of plant

* Monopoly of 20 years

az United States Patent

Gammie

US 7,635,386 B1
Dec. 22, 2009

(10) Patent No.:
(45) Date of Patent:

(54)

(75)

(k5]

{21y

(22)

[EU]

(51}

(52)
{58)

{56)

6010531 A % V2000 Dondon et al.
6,540, B2*

METHODS AND DEVICES FOR
PERFORMING CARDIAC VALVE REPAIR

Inventor:  James 8. Gammie, Stevenson, MDD (LIS)

Assignee: University of Maryland, Baltimore,
Baltimore, MD (US)

Notice: Subject 10 any disclaimer. the term of this
patent is extended or adjusted under 35
LLS.C. 154(b) by 296 days.

Appl. No.: 11/683,282

Filed: Mar. 7, 2007

Related U.S. Application Data
Provisional application No. 60/780,521, filed on Mar,
7, 2006,

T

Int. CI.

AGIF 224 (2006.01)

L1 i FR————— <" § FY. -5 T ]
Ficld of Classification Search 128/898

O 237, 904

See apphication file for complete serch history.
References Cited

LLE, PATENT DOCUMENTS

2% 12005 Downing
A2* 122005 Lattouf .

20060167541 Al*® 72006 Lantouf ..
20070012422 Al* 52007 Dehdashei i
20090005863 AL* 12009 Godzeal ..
FOREIGN PATENT DOCUMENTS

Wi WO 20046 O TRGH /2006

* cited by examiner

Primary Examiner—Sueetic ] Gherbi
(74) Attorney, Agent, or Firm-—Squire, Sanders & Dempsey
LLP

(57) ABSTRACT

The present invention is directed to methods and devices for
repaining a candine valve, Generally, the methods involve a
minimally invasive procedurne that includes cremting on sccess
in e apex region of the heart through wh oF more
instruments may be inserted so s to repair a cardiae valve, for
instance, a mitral or incuspid valve. Accordingly, the meth-
ol aire useful for performing a variety of procedures to effec-

$ e, in one embodiment, the methods
i by implanting ene or
inae into one of more
ssues 50 8 1o restore the proper leaflet
function and thereby prevent reperfusion. In another embaodi-
ment, the methods are useful for repairing a candiac valve by
resecting a portion of one or more cardiac valve leaflets and
implanting one or more sutures into the resected valve tissues,
which may also inclede the implamtation of an annuloplasty
ring. In an sdditional embodiment, the methods seful for
performing an edge 10 edge bow-tie repair (e.g.. an Alfieri
repair) on cardine valve tissues. Devices for performing the
methods of the invention are also provided.

23 Claims, 9 Drawing Sheets
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DISCLOSURE

INIVERSITY of MARYLAND
HE FOUNDING CAMPUS

([

wntion? Plesss It any isdividuals whe made 3 cotrbutson, s
UMBI, VAMC etc). If they are a non UMB employee, please
i

5 Plome descvbe s mefil spplication of yous yous wientaam

sobveT).

6 Howdoes your inventson differ than what otben are cxrvently doing m yous ea?

7. Hm wrventicn ina i asticle or

o yon grop prevsoaly
presentatica? If so. %o whom and when?

8 Aseyos pluming 1 publih/present this investics m the fatwre? 1f o, whes?

9. Whet addstiomal riearch m needed to complete development end testmg of e inveaticn?

Questions to Answer

Timing matters

» When did you create the

technology?

e When did you discuss it?
Focus on the technology

* Whatis the technical problem?

* Whatis the technical solution?
Focus on the market

* What s the problem to be solved?

*  Who will pay you to solve it?
People and Organizations

* Who contributed to which IP?

* Who do they work for?

UMVENTURES.ORG

'O PATENTABILITY ANALYSIS

Patentability Requirements
Subject Matter Eligibility (useful)

Novelty (identical)
Non-obviousness (similar)

Requirements of the Patent Application

Written Description (what it is)

Enablement (how it works)

Best mode (how it works best)

Patent Inventorship

Contribution to conception or reduction
to practice
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UTILITY PATENTS IN THE PATENT PROCESS

Provisional Patent Applications (US only)
» Temporary application (12 months)
* Never examined and will not become an issued patent

» Puts a “stake in the ground” for future non-provisional
patent applications

* Held atthe USPTO in confidence

« Abandoned after 12 months if no claim of priority
e Very limited formal requirements

* Only as valuable as the included description
* “Patent Pending”

Priority
Date

Non-Provisional Patent Applications (US, PCT, Foreign)

Examined for patentability by a patent examiner
Can claim the benefit of previous patent applications
Published 18 months after earliest priority date

Very strict formal requirements

Other types for developing a patent portfolio

* PCT or foreign applications, Divisionals,
Continuations, Continuations-in-Part

“Patent Pending”
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PATENT PROSECUTION AND ANALYSIS

! Provisional Continuing PrON'c?(-)nal .
Appl. Filing Development VSt OWance

\ Appl. Filing

Patentability Likely? Valuable? Potential portfolio?

Development Continuing? Supports enablement? Supports commercialization?

Commercialization Identified customer? Identified partner? Engaged partner?

Continuous Engagement with Inventors
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PATENT RESEARCH TIPS

* Common Patent Tools
» Google Patents (patents.google.com)
« USPTO (www.uspto.gov)
» Espacenet (EPO) (worldwide.espacenet.com)
*  WIPO (patentscope.wipo.int)

* Inventors are not required to search for prior art
» Examiners will always perform their own search
» Better to focus on your technology than other’s prior art

* Prior art includes everything published, marketed, or presented prior to
the filing date

* e.g., Issued patents, abandoned patent applications, articles, sales
brochures, products, Wikipedia, YouTube videos, etc.

e Don't hide or ignore known prior art!

UNITED STATES
PATENT AND TRADEMARK OFFICE

WIPO

WORLD
INTELLECTUAL PROPERTY
ORGANIZATION

Europaisches
Patentamt

European
Patent Office

Office européen
des brevets
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KEY COMPONENTS OF A UTILITY PATENT

t o Pat,

LG .

US 7,635,386 Bl
19 20

Mohty D., Orszulak, T. A., et al., “Very long-term su
and durability of mitral valve repair for mitral valve
lapse.” (2001) Circulation 104 Suj

Nigro, J. J Schwg eochordal n.pmr of the

Teal leaflet” (2004) Tharac Cardiovase Surg

127(2):440-447.

Phillips, M. R., Daly, R. C.. et al., “Repair of anterior leaflet
‘mitral valve prolapse: chordal replacement versus chordal
shortening,” (2000) Ann Thorac Surg 69(1):25-29.

Sarsam, M. A., “Simplified technique for determining the

length of artificial chordae in mitral valve repair.” (2002)

Amn Thorac Surg T3(5):1659-1660.

wag, E. B., Ferguson, T. B., et al., “Use of mitral valve

repair: analysis of contemporary United States experience

reported 1o the soci r ¢ surgeons national car-

diac database.” (2003) A Thorac Surg 75:820-823,

Alfieri O., Maisano, L. et al., “The double-orifice technique Suematsu, Y., Martinez, I. ., et al., “Three-dimensional echo-
in mitral valve repair: a simple solution for complex prob- guided beating heart surgery without L_.rdmpul.m\m.-)

lems.” (2001) Thorac Cardiovasc Surg 122(4):674-681. bypass: Atrial septal defect closure in a swi

Braunberger E., Deloche A., et al., “Very long-term results (2005) Thorac Cardiovasc Surg 130:1348-12
(more than 20 years) of valve repair with Carpent pia, B. M... Kirsch, M., et al., “Analyse lesionnelle et tech-
techniques in nonbeumatic mitral valve insufficienc: nique operatoire a propos de 320 cas.,” (1998) Journal de
(2001) Circulation 104 Suppl [:1-8-1-11 Chirurgie Thoracique et Cardio-Vasculaire

David, “Replacement of chordae  von Oppell, U. O. and Mohr, F. W., “Chordal rup]ucs.mml for
tendin 5: a ten-year experience” 35 hath minimally invasive and conventional mitral valve sur-
(1996) Heart hfiw DN 5(4):352-355 gery using pmmuwm] Gore-Tex loops.” (2000) Ann Tho-

David, T. F L., “Mitral valve repair by replace- l(v(-Z](R
ment of chordse teadincee with polytetrafiuometiylene
sutures.” (1991) Thorac Cardiovase Surg 101(3):495-501.

Duran, C. M. and Pekar, F., “Techniques for ensuring the 30 2
correct length of new mitral chords.” (2003) Heart Valve
Dis 12(2):156-161. arg 50(3):367-373

Eishi, K., Kawazoe, K. et al., “Long-term results of artificial Zussa, C., Polesel, ., et al., “Seven-year experience with
chordae implantation in patients with mitral valve pro- chordal replacement with ﬂpmdm pﬂm,mu,n“m..

unless otherwise indicated herein or otherwise clearly con-

tradicted by context. The use of any and all examples, or

exemplary language (e.g.. “such as™) provided her B

intended merely to illuminate better the invention and does

o limitation on the scope of the invention unless
1 )

construed as in any non-claimed element as essential
to the practice of the invention.

Preferred embodiments of this invention are described
herein, including the best mode known to the inventors for 10
carrying out the invention. It should be understood that the
i i ary only. and should not
g the scope of the inventi

RE

RENCES

ral I valvechordae:
1990) Ann Thorac

experimental and clinical experience.

lapse,” (1997) Heart Vaive Dis 6(6):594-598. 35 ene in floppy mitral valve” (1994) Thorac flovasc
Frater, R. W., “Original chordal sizing article,” (1964) Thorax 41,
19:458-464. Zussa E., hnique for artificial
3 R W., Vetter, H. O., et al., “Chordal replacement in mitral chordae implantations@f091) Card Surg 6(4):432-
alve repair” (1990) Circulation 82(5 Suppl}:IV 438,
1() : 40 What is clnimed i€?
Huber, C. I1. and von Segesser, L. K., “Direct Access Valve 1. A method for repairing a defective mitral or tricuspid

Replacement (DAVR)are we entering a new era in car-

surgery?”* (2006) Eur Cardiothorac Surg 1-16-06.

Kasegawa, H.. Kamata, 8., et al., “Simple method for deter-

ng proper length of artificial chordae in mitral valve

"" (1994) Ann Thorac Surg 57(1):237-238; discus-
9.

valve, comprising:
creating an access in an apical region of a heart through
which a defect ardiac valve Is accessed;
introducing a device through said access; and
repairing said cardiac valve by use of said device,
wherein the repairing comprises

‘:

o

¥

LS 7 A35 186 111 I

——

Specification
Description to
fully, clearly, and
concisely enable
any person
skilled in the art

Claims
Establish the
boundaries of
the owners’ right
to exclude

US 7,635,386 Bl

21
9. The method of claim 1, wherein the method comprises
the use of endoscapy.
10. The method of claim 1, wherein the introduction of the
device is performed in conjunction with sonography or direct
transblood visualizatio

11. The method of claim 1, wherein said repairing com-
prises

anchoring the one or more artificial chordae to a ti

the apical region of the heart.

12. The method of claim 11, wherein the apical tissue is
internal to the heart.

13. The method of claim 11, wherein the apical tissue is a
papillary muscle, a papillary connective tissue or an endocar-
dial tissue in the lower ventricle.

14. The method of claim 11, wherein the apical tissue is the
epicardium.

15. The method of claim 11, further comprising determin-
ing an optimal configuration of the one or more a
chordae before anchoring the artificial chordae.

16. The method of claim 15, wherein the determining com-

ses the use of sonic guidance.

)

22

17. The method of claim 15, wherein the artificial chordae
are anchored to the apical tissue subsequent to said determi-
nation.

18. The method of claim 1, wherein the repairing com-
s the application of a vacuum.

19. A method for treating a defective m
wvalve, comprising:
percutaneously accessing an apical region of a heart with a
catheter-based device; and
10 repairing a cardiac valve by use of said device,
wherein the repairing comprises replacing at least one
chordae tendineae, and
wherein the replaced chordae tendineae comprises a suture
with one or more leaflets of the heart.
15 20.The method of claim 19, wherein said accessing
endovascularly via an antegrade approach.
21. The method of claim 19, wherein said accessing is done
endovascularly via a retrograde approach.
22. The method of claim 19, wherein said accessing is done
20 via direct access through a transmyocardial approach.
23. The method of claim 19, wherein the replacing com-
s anchoring a neochord to the apical region,

pri

one

# % % w %

Figures
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COPYRIGHTS

* Protects original expressions of creative ideas
* How we protect inventions with copyrights
“Common law copyright”
» Created the instant the material is made
» Protects bundle of rights
2. Federal copyright registration
« Same protections as “common law”
* Most useful for enforcement
* Minimal review process
» Copyright “author” # Scholarly “author”

» Copyright author = *Anyone who has made a
*Creative contribution to the *original work

» Licensable exactly like a patent
* Notice — Using the “©” Symbol
» Helps others know that work is protected
* Length of protection depends on creator (>70yrs)

UMVENTURES.ORG

How a Copyright is Made

1. Original work — New DICOM s/w
2. Tangibly fixed — Saved on PC
3. By an author — UMB faculty

Bundle of Rights in a Copyright

* Reproduction » Performance
» Make derivatives « Display publicly
» Distribution » Broadcast

Example Copyright Notices

Copyright 2022, University of Maryland, Baltimore. All
rights reserved.

© 2022, University of Maryland, Baltimore

© 2022 UMB

© 2022
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OTHER TYPES OF INTELLECTUAL PROPERTY

* Trademarks and Service-marks

* Protects marks that identify the source of goods or services

to the goods or services used in commerce
* Images, symbols, words, sounds, smells
* Different levels of protection based on distinctiveness
» Federal (“registered”) and state protections
* USPTO and individual states
» Based on use in commerce

* Trade Secrets and Know-How

* Protects commercially valuable information as long as the
information remains secret

* Requires measures to keep information secret

* Physical safeguards, IT protections, CDAs/NDAs,
employment agreements and policies, etc.

[~

Tl UNIVERSITY o MARYLAND
Al BACTIMORE

(DBreethe

>2COMIRNATY"
pumas °

A
Google &
|
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TANGIBLE RESEARCH PROPERTY (TRP)

Unique research tools created at UMB

» Chemicals/Drugs

=

. /

« Cell lines \4//\
—-

* DNA constructs (e.g. plasmids) =

. ) . 5N
Tr.ansgenlc.anlmals | | {//

» Microorganisms (e.g. viruses, bacteria) A

* Proteins, Monoclonal antibodies

TRP’s are valuable and licensable — commercial partnership
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TANGIBLE RESEARCH PROPERTY TIPS

* How to Share Tangible Research Property

» A Material Transfer Agreement (MTA) should always be in
place before sending proprietary materials to a third party

* Request a new MTA via myUM portal

» Contact Stephanie Deasey in CCT with questions at x62463 or
sdeasey@umaryland.edu

« UMB storage options available through the Biorepository

UMVENTURES.ORG


mailto:sdeasey@umaryland.edu

UNIVERSITY OF MARYLAND

' VENTURES UMVENTURES.ORG

UMVENTURES.ORG

Compliance

Regulation Compliance

Policy

Reporting IP
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National Institutes of Health [ Grants & Funding Entira: Site * | Search this c
Office of Extrannural Hesearc HIHs Contrat Reseuros oy Granty and Funding ifematien wRA | Glosnary & Acronyma | FAGs | He
HOME ABOUT GRANTS FUNDING POLICY & COMPLIANCE MEWS & EVENTS ABOUT OER
Hovre »  Policy & Compliance » Select Policy Topics » Indelociusl Progesty P
Intellectual Property Policy T e
ion of i & the NIH Office of Extramural Research
Regulations
g : ) UNIVERSITY SYSTEM

Inventions arising from federally funded research projects ane requiret

Bayh-Dale Act {the Patent and Trademark Law Amendments Acth, The of MARYLAND

universities) 1o retain awnership af the inventions made under federal

government the license to practice the '.ubiec: invention. In turn, the

W ABOUTUSM  INSTITUTIONS

commercialization upon licensing for the benefit of public health, Rea

bbying Guidance for Grantee
Activitien Key Provisions

o arsed Ear

-

The contracior or grantee or cooperative sgreement awardes (ie. the

.

Report each new invention to the federal funding agency within
+ Decide whether to retain swnership of the technology and notif

1 Bt Byl 1 ScinelV 3 VIR0
disclosure (i.e. elect o awn the invention)

Public Access @

.

File for patent for plant variety protec
Provide a license to the government

Fesoarch Integ

on, in the case of plants),

o also practice the subject

ng Policies

L3 -1t AT
ing 8 of commer! BV e 4.3 - INTVERSTTY STATEN O sTLAND FOLICY O

= Koep g of progr
= Repoit any commerciafization, licensing efforts, or other effarts

Invention Reporting System

* Interagency Edison (iEdison] - A system for the electronic rep
used by more than 30 federal agencies for invention and patent
detailed information on navigating (Edisen, FACS, and mare, s

+ Edison Report-Lite (ERL) - & tracking feature of iEdisan for age it e et

from the fatr sad fu

21 protect the incerests of sath ity
sity whlle enverlng that soclety besefits
Slesemination of et knoeledge.

Resources 1. ereTE s
= Timeline for Reparting - Chart detailing the responsibilities of thy
ion Reporting - Brief PowerPoint presentation about u
ation report, and the importance of utiization reporting.
* Extramural Invent

Afeetiie Date”).

utili

s and Technology Resources — Webinars

Notices

&

ALE Umiversity ssploye
weling Studert fngleyees acth
Employment; non-smployee canmltsnts isitars;
University ressurces.

B Nesurees Ussally aed
provided saless s

omarily Brevided. ALl resswress
atharuise, in adunce and in writise.
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Summary of Federal Funding Compliance Requirements
Managed by OTT

*Disclose to U.S. Government within 60 days
*Elect/waive title within 2 years

*File patent within 1 year of electing title
*Provide confirmatory license

* Must list federal support in patent application
*Share licensing revenues with inventor(s)
*Preference to small business licensees

*U.S. manufacturing for products sold in U.S.
*Report invention utilization annually
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_1Ed150n. gov,

" About " Help

Log in to your secure account: Al fields
marked with an asterisk (*) are
required.

Login (7]

Login

User Name

Password

ssword/ Uniock Account?

{For External Users)

Forgot word/Unlock Account?

{For Federal Users)

Reaqister Institution to use iEdison

System Notification

iEdison 4.00.00

Mational Institutes of Health (NIH

%%;% 9000 Rockville Pike

Bethesda, Maryland 20892

Welcome to iEdison

Welcome to iEdison

iEdison (which stands for Interagency Edison) helps government
grantees and contractors comply with a federal law, the Bayh-Dole Act.
Bayh-Dole regulations require that government funded inventions be
reported to the federal agency who made the award.

iEdison is interagency because it provides a single interface for
grantees and contractors to interact with any participating agency.

iEdison makes it easy to learn about the |aw and its regulations and
report an invention or patent funded by any of the agencies listed on the
right

—_— -

Edison Overview

7
%haﬁs New
mBayh-Dole Act (37 CFR 401}
PRI

\'ﬁjlnvention Reporting Timeline
m;;quenlly -Asked Questions

and Human Semvices

g Depariment of Health

iEdison is used for
invention and patent
reporting by the
following agency
offices below.

AFMCLO/AZ
AFRLRI
AHRQ
ARMYIARL
ARMYIARO
ARMYMRMC
ARMYISMDC
ARMYISSC
ATSDR
jeinio)
DHSIST
DOC/EDA
DOCATA
DOD/DARPA
DOD/DMEA
DOD/IDTRA
DOE

DOT

EPA

USDANIFA

Agency Office
Contacts

For a complete list,
gotohere

For any required
agency specific
forms, click on the
agency link.

“FIRSTGOV

Your First Clich o the U5, Gorerament

UMVENTURES.ORG

Compliance:
Invention Reporting

U.S. federal law mandates that
all recipients of federal grants or
contracts must report details of
Inventions and patents that have
been made through such awards
[37CFR Section 401]




UNIVERSITY OF MARYLAND Add Utilization Report

V E N T U R E S All fields marked with an asterisk (¥) are required. Fill out the fields below and then choose "Submit" to save your changes. UMVE NTURES ORG

Reminder: This information is cumulative for all inventions that have had title elected or have been licensed without being patented,
UMVENTURES.ORG including any patents arising from invention report number 7654321-29-0020. This utilization report is for the twelve month reporting perind
tarting on the first day of the month that has been selected for vour institution.

CO M P L IA N C E - Invention Title  This is a test
Invention Report Mumber 7654321-92-0020
- Grantes/Contractor Organization DAN'S INSTITUTION (7634321)
Reporting Year 2000

*Please indicate the latest stage

of development of any product

arising from this invention,

according to the following TR NS

- L B - categories. |Commercialized
Invention Utilization | maeeas

invention has reached the |MNat Licensed

market, what was the calendar

year of the first commercial sale?

In the designated reporting
eports — an annual | =
income received as a result of
license or option agreements?
L] = Do not include specific patent
I costs reimbursement.
O I g a I O n In the designated reporting
period, did the grantee
organization/contractor or any of O Yes
the exclusive licensees request a & No

waiver of the U.S. manufacturing
requirements?

If yes. how many such waivers I:I
were obtained?

Please provide the commercial

name of any FDA-approved

products, utilizing this invention,

that have first reached the market

during the designated reparting
period

(YYYY)

Please note: Commercial names should be limited to FDA-approved products that first reached the
market during the designated reporting period. Please remave the "Public” checkmark from any
FDA-approved product that you do not want to appear on a publicly available list of products

- arising from vour funding agreement.

In the designated reporting
period, how many exclusive I:l
licenses and/or options have
been awarded?
MNumber of Domestic I:l
Manufacturing Licenses
In the designated reporting
period, how many non-exclusive l:l
licenses and/or options have
been awarded?

In the designated reporting
period, how many licenses

and/or options of any type were I:I

awarded to small businesses
(<500 employees)?

Submit, ( Reset , (Cancel
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Other IP reporting and compliance

e Corporate (OTT works with CCT)
e Sponsored Research & Clinical Trial Contracts

e Foundations & Other Non-Profits (OTT works with SPA & funding partner)
* Ex. Gates Foundation, LLS

*State and other government funding
*License Agreements

*MTAs

*Data Sharing Agreements

e Other Research Collaborations



Technology Transfer Process: Summary

Marketing &
Licensing:

Confidentiality
Agmts

Consulting
Material transfer
Contract negotiation

Degree of inventor
involvement

Conflict of interest

v

Source: http://www.umventures.org/for-inventors/process

INVENTION

DISCLOSURE ASSESSMENT
MARA uc&;‘é’;‘"“ IP PROTECTION
EXISTING BUSINESSES STARTUP BUSINESSES

Protection
Strateqy:

Yes/No
to file for Patent

Other type IP
protection

Tangible Research
Property

REINVESTMENT IN
RESEARCH + EDUCATION

REVENUE
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Thank you!

Questions?

Coming up for Day 2: Coming up for Day 3:
. . i : = Start-Ups
= Marketing Technologies S o i i i e .
= Resources and Funding for
= Contracts
Entrepreneurs

= [nventor Revenue Distribution = Campus Events and Initiatives
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Professional Marketing & Licensing Staff

CONTACT US

Rebecca Bettes Sr. Licensing Officer
Melissa Blackman  Sr. Licensing Officer
Jeff Purnell Sr. Licensing Officer
Mark Wozniak Asst. Director
Nancy Cowger Director

Contact our team: ott@umaryland.edu

NANCY COWGER, PHD DUSTINE. LEE, JD
Director of Technology Patent Attorney
Licensing

&  410-706-4372 - froalf
. 410-706-1187 GAIL KNOTT B dustin lee@urmaryland. edu @

EA ncowg001@umaryland.edu ) REBECCA BETTES
Senior Research Technology e

Transtfer zpecialist erior Technology Licensing
. 410-706-2380
gknot001 @urmaryland. edu

www.umventures.org

410-706-6631

.
thetlesE@umaryland. edu @UMVentureS



http://www.umventures.org/
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